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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-19 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a black ink for inkjet recording comprising a dye 
of the formula 

wherein A, B and C each independently represent an aromatic or heterocyclic group, 
which are substitutes or unsubstituted; m is 1 or 2 and n is an integer of 0 or more, 
dissolved and/or dispersed in an aqueous medium wherein the dye has the properties 
as claimed by applicants, does not reasonably provide enablement for a black ink for 
inkjet recording comprising a dye dissolved and/or dispersed in an aqueous medium 
wherein the dye has the properties as claimed by applicants. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make the invention commensurate in scope with these claims. 

The claims recite a black ink for inkjet recording comprising a dye dissolved 
and/or dispersed in an aqueous medium wherein the dye has the properties as claimed 
by applicants. This encompasses any dye that has those properties. However, the 
specification only teaches the use of a dye of the formula 
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wherein A, B and C each independently represent an aromatic or heterocyclic group, 
which are substitutes or unsubstituted; m is 1 or 2 and n is an integer of 0 or more. 
Such a limited disclosure does not support the breadth of the instant claims. The 
examiner suggests the incorporation of claim 12 into claims 1-4 to overcome this 
rejection. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 3 and 6-17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claims 1, 3, 6, 8 and 10, the phrase "JIS code 2223" is considered vague and 
indefinite since it unclear what this code is or what it does. The examiner can find no 
disclosure of the particulars of this code in the specification. Please clarify. 

In claim 14, the phrase "which comprises a dye of the formula (1)" is considered 
confusing since it is unclear as to which dye in claim 2 applicants are indicating is of the 
formula (1). The examiner assumed applicants intended that the first dye in claim 2 is 
to have this formula and examined as such. Please clarify. 

Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
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unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claims 1 , 3-7, 1 0-1 3 and 1 6-1 9 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-6 of copending Application No. 10/809,550 (US 2004/0187738) in view of 
Causley et al. 

The claims of copending Application No. 10/809,550 teach an ink obtained 
dissolving an azo dye of the formula 











•B 4r N=N- 





wherein An, B41 and C41 each independently represents an aromatic group, which may 
be substituted, or a heterocyclic group, which may be substituted. See claims 1, 2, 4 
and 5 and para. 0430. The claims of copending Application No. 10/809,550 fail to teach 
the addition of a chelating agent as claimed by applicants. 

Causley et al. teach an ink jet ink set comprising a cyan ink, a magenta ink a 
yellow in and further contains a black ink. Causley et al. further teaches that a chelating 
agent may also be added to each ink of the ink set. See claims 1 , 2 and 10. 
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Therefore, it would have been obvious to one having ordinary skill in the art to 
have added the chelating agent of Causley et al. to the ink composition of copending 
Application No. 10/809,550 since Causley et al. disclose that a chelating agent is a well 
known additive to ink jet ink compositions. 

This is a provisional obviousness-type double patenting rejection. 
7. Claims 1-1 9 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 2, 4-8, 10 and 
1 1 of copending Application No. 10/714,945 (US 2004/0154496) in view of Causley et 
al. 

The claims of copending Application No. 10/714,945 teach an inkjet black ink 
comprising a dye of the formula 

wherein A, B and C each independently represents an aromatic group or a heterocyclic 
group which may be substituted and optionally another dye having a Amax of 350-500 
nm. See claims 1, 2, 4-8, 10 and 11 and para. 0256. The claims of copending 
Application No. 10/714,945 fail to teach the addition of a chelating agent as claimed by 
applicants. 

Causley et al. teach an ink jet ink set comprising a cyan ink, a magenta ink a 
yellow in and further contains a black ink. Causley et al. further teaches that a chelating 
agent may also be added to each ink of the ink set. See claims 1 , 2 and 1 0. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have added the chelating agent of Causley et al. to the ink composition of copending 
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Application No. 10/714,945 since Causley et al. disclose that a chelating agent is a well 
known additive to ink jet ink compositions. 

This is a provisional obviousness-type double patenting rejection. 

8. Claims 1 , 3-7, 1 0-1 3 and 1 6-1 9 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1, 2, 4, 6and 7 of copending Application No. 10/808,464 (US 2004/0187736) in 
view of Causley et al. 

The claims of copending Application No. 10/808,464 teach an ink set comprising 
inks wherein each ink contains at least one dye such as an azo dye having at least one 
heterocyclic group. See claims 1, 2 and 4-8 and para. 0399. The claims of copending 
Application No. 10/808,464 fail to teach the addition of a chelating agent as claimed by 
applicants. 

Causley et al. teach an ink jet ink set comprising a cyan ink, a magenta ink a 
yellow in and further contains a black ink. Causley et al. further teaches that a chelating 
agent may also be added to each ink of the ink set. See claims 1 , 2 and 1 0. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have added the chelating agent of Causley et al. to the ink composition of copending 
Application No. 10/808,464 since Causley et al. disclose that a chelating agent is a well 
known additive to ink jet ink compositions. 

This is a provisional obviousness-type double patenting rejection. 

9. Claims 1-19 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 , 2, 4-8, 10 and 
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1 1 of copending Application No. 10/671 ,736 (US 2004/0080596) in view of Causley et 
al. 

The claims of copending Application No. 10/671,736 teach a black ink comprising 
a dye of the formula 

wherein A, B and C each independently represents an aromatic group or a heterocyclic 
group which are substituted or unsubstituted and optionally another dye having a Amax 
of 350-500 nm. See claims 1-19 and para. 0253. The claims of copending Application 
No. 10/671,736 fail to teach the addition of a chelating agent as claimed by applicants. 

Causley et al. teach an ink jet ink set comprising a cyan ink, a magenta ink a 
yellow in and further contains a black ink. Causley et al. further teaches that a chelating 
agent may also be added to each ink of the ink set. See claims 1 , 2 and 10. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have added the chelating agent of Causley et al. to the ink composition of copending 
Application No. 10/671 ,736 since Causley et al. disclose that a chelating agent is a well 
known additive to ink jet ink compositions. 

This is a provisional obviousness-type double patenting rejection. 
1 0. Claims 1 , 3-7, 1 0-1 3 and 1 6-1 9 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1, 2, 4 and 7 of copending Application No. 10/806,453 (US 2004/0187734) in 
view of Causley et al. 
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The claims of copending Application No. 10/806,453 teach an ink jet ink set 
comprising at least two inks each containing at least one dye of the formula 

wherein A41, B41 and C41 each independently represents an aromatic group, which may 
be substituted, or a heterocyclic group, which may be substituted. See claims 1 , 4, 6 
and 7 and para. 0436. The claims of copending Application No. 10/806,453 fail to teach 
the addition of a chelating agent as claimed by applicants. 

Causley et al. teach an ink jet ink set comprising a cyan ink, a magenta ink a 
yellow in and further contains a black ink. Causley et al. further teaches that a chelating 
agent may also be added to each ink of the ink set. See claims 1 , 2 and 1 0. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have added the chelating agent of Causley et al. to the ink composition of copending 
Application No. 10/806,453 since Causley et al. disclose that a chelating agent is a well 
known additive to ink jet ink compositions. 

This is a provisional obviousness-type double patenting rejection. 
1 1 . Claims 1 -1 9 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-19 of 
copending Application No. 10/645,797 (US 2004/0053988) in view of Causley et al. 

The claims of copending Application No. 10/645,797 teach an ink jet ink set 
comprising a plurality of inks each containing at least one dye of the formula 
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wherein A, B and C each independently represents an aromatic group which may be 
substituted, or a heterocyclic group which may be substituted; m is an integer of 1 or 2; 
n is an integer of 0 or more, with the proviso that at least one of A, B and C is a 
heterocyclic group that may be substituted and optionally another dye having a Amax of 
350-500 nm. See claims 1-4 and para. 0367. The claims of copending Application No. 
10/645,797 fail to teach the addition of a chelating agent as claimed by applicants. 

Causley et al. teach an ink jet ink set comprising a cyan ink, a magenta ink a 
yellow in and further contains a black ink. Causley et al. further teaches that a chelating 
agent may also be added to each ink of the ink set. See claims 1 , 2 and 1 0. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have added the chelating agent of Causley et al. to the ink composition of copending 
Application No. 10/645,797 since Causley et al. disclose that a chelating agent is a well 
known additive to ink jet ink compositions. 

This is a provisional obviousness-type double patenting rejection. 

In the above copending applications, it is the examiner's position that it would 
have been obvious to one having ordinary skill in the art that: (1) the dye would have a 
Amax of from 500-700 nm; (2) a half value width of 1 00 nm or more in an absorption 
spectrum of a dilute solution normalized to an absorbance of 1.0 and (3) a forced fading 
rate constant k V | S of 5.0 x 10~ 2 [hour 1 ] or less since the dye of copending applications 
are the same structure as those claimed by applicants. 
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Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being obvious over Taguchi 
et al. (US 2004/0053988) in view of Causley et al. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1 .1 31 ; or (3) an oath or declaration under 37 CFR 1 .1 30 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321 (c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 
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Taguchi et al. teach an ink set comprising a plurality of ink different in hues 
wherein the plurality of inks includes a black ink containing a coloring agent that is a dye 
having a Amax of from 500-700 nm; a half value width of 100 nm or more in an 
absorption spectrum of a dilute solution normalized to an absorbance of 1 .0; and a 
forced fading rate constant k V j S of 5.0 x 1 0" 2 [hour" 1 ] or less. The dye is of the formula 

wherein A, B and C each independently represents an aromatic group which may be 
substituted, or a heterocyclic group which may be substituted; m is an integer of 1 or 2; 
n is an integer of 0 or more, with the proviso that at least one of A, B and C is a 
heterocyclic group that may be substituted. The black ink optionally contains another 
dye having a Amax of 350-500 nm. Taguchi et al. further teach that a chelating agent 
may also be added to the ink compositions. See paras. 0010-0015, paras. 0036-0045, 
paras. 0093-0096, Tables 1-6, paras. 0115-0117, para. 0367, Table A and claims 1-4. 
Taguchi et al. fails to specifically exemplify the addition of a chelating agent as claimed 
by applicants. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
have added the chelating agent as claimed by applicants as Taguchi et al. also 
discloses the use of these chelating agents but fails to show an example incorporating 
them. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP § 201.15. 
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Conclusion 

The remaining references listed on forms 892 and 1449 have been reviewed by 
the examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helene Klemanski whose telephone number is (571) 
272-1370. The examiner can normally be reached on Monday-Friday 5:30-2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571 ) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contacUhe Electronic ~. 
Business Center (EBC) at 866-217-9197 (toll-free).// f] n/* * II 

Helene Klemanski 
Primary Examiner 
Art Unit 1755 

HK 

April 25, 2005 



